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REMARKS 

The Applicant docs not believe that entry of the accompanying response will 
result in die introduction of new mailer into the present application for invention. Therefore, the 
Applicant, respectfully, requests that the accompanying response be entered in and that the 
claims to the present application, kindly, be reconsidered. 

The Final Office Action dated June 22, 2004 has been received and considered by 
the Applicant Claims 1-22 are pending in the present application for invention. Claims 1-8 and 
1 1-22 stand rejected by the June 22, 2004 Final Office Action. Claims 9-12 arc objected to by 
the June 22, 2004 Final Office Action. 

The Final Office Action dated June 22, 2004 includes a rejection of Claim 1 7 
under the provisions of 35 U.S.C- § 1 03(a) as being obvious over Takasago ct al. The Applicant, 
respectfully, points out that this rejection is the first rejection to Claim 17. All of the previous 
office actions contained objections to Claim 17; however, none of the previous office actions 
rejected Claim 17. The previous response submitted by the Applicant on June 10, 2004 did not 
amend Claim 17 at all. The amendment submitted March 11, 2004 by the Applicant also did not 
amend Claim 1 7. Therefore, this rejection is a new rejection that was not necessitated by any 
amendment thai was made by the Applicant. 

The MPEP §706.07 details when a Final Rejection is proper on second action. 
"Under present practice, second or any subsequent actions on the merits shall be final, except 
where the examiner introduces a new ground of rejection thai is neither necessitated by 
applicant's amendment of the claims nor based on information submitted in an information 
disclosure statement filed during the period sel forth in 37 CFR 1 ,97(c)/* 

The Applicant, respectfully, requests that the Primary Examiner reconsider the 
holding of finality of the June 22, 2004 Office Action and that the finality of the June 22, 2004 
rejection be withdrawn. 

The accompanying response has been made to fully respond to a Final Office 
Action, which finality is fully anticipated to he withdrawn because it is premature. The 
Applicant, therefore, reasonably anticipates an opportunity to respond to a non-linal office 
action. 
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The Final Office Action dated June 22, 2004 contains a rejection to Claims 3 and 
1 5 under the provisions of 35 U.S.C. § 102(h). The previous response submitted by the Applicant 
on June 1 0, 2004 did not amend Claims 3 and 1 5 at all. The amendment submitted March 1 1 , 
2004 by the Applicant amended Claims 3 and 1 5 by removing the preferred amount for the 
preselected fraction of the threshold. The Applicant respectfully submits that Claims 3 and 15 
after the amendment submitted March 1 1 „ 2004 still recited that the threshold was a preselected 
fraction of the maximum value. Therefore, the Applicant does not believe that the new rejection 
is justified. The Applicant, respectfully, requests thai the Primary Examiner reconsider the 
holding or finality of the June 22, 2004 Office Action and that the finality of the June 22, 2004 
rejection be withdrawn. 

The Final Office Action objects to Claims 9-12. The Examiner states that the 
Claim 9 recites steps of"optionally s * entering tracks in on alarm list and storing the alarm list if 
"applicable". The Examiner further slates that Claim 1 1 contains the phrase "optionally". The 
Examiner states that the use of the foregoing terms suggest that these limitations are not 
necessary. The Applicant respectfully disagrees. The foregoing limitations provide limiting 
features. However, in an effort to move this case towards allowance and/or place the present 
application for invention in better condition for appeal, the terms "applicable" and "optionally" 
have been removed from Claim 9 per the Examiner's request. 

The Office Action rejects Claims 8, 1 ] and 12 under the provisions of 35 IJ.S.C. 
§1 12, second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. The Examiner states that the 
phrase "particidarly a DVR disc" renders Claims 8 and 1 1 indefinite becaase it is unclear 
whether the phrase is part of the claimed invention. The foregoing amendment has removed the 
complained of term "particularly a DVR disc" from Claims 8 and 1 L 

The Office Action rejects Claims 1-3 and 1 3-1 S under the provisions of 35 U.SC. 
§ 1 02(b) as anticipated by Tafcasago et al. (hereinafter referred to as T akasaffO et alX The Final 
Office Action contains a section beginning on page 10 referred to as Response to Arguments in 
t which the Examiner's positions arc provided regarding the Applicant's previous arguments. The 

Applicant would like to point out that the Examiner's comments in the Response to Arguments 
regarding Applicant's admissions/arguments are incorrect Specifically, the statement within the 
Response to Arguments that the Applicant admits Takasago ct al, teach defect detection. The 
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Applicant did not admit that Takasago et al. teach delect detection. The Applicant's previous 
response regarding Claiml stated that Takasago et al, detail techniques that arc related to off 
track detection. The Applicant in no way, manner or form admitted that Takasauo et al, teach 
defect detection. As previously stated Ta kasago et al, teach detection of an off track condition 
and one of the reasons an off track condition can occur is because of a defect in the disc! The 
Final Office Action states that it is inherent that detection of a defect within a track involves the 
rating of die track for defects. The Applicant respectfully, disagrees. Detection and ratine arc 
two separate actions. Takasaco ct a l, teach actions that take place when off track situations 
occur. TUkflsaao et al, do not provide any teaching or suggestion for the detection of a defect 
that does not result in an off track situation. Tn fact Takasago et al, leach that if a defect occurs 
or is detected without causing an off track situation, then the defect is acceptable and no action 
takes place (see column 5, line 52 through column 6, line 14). 

Regarding Claim 1 v the Examiner suites that Ta kasago ct al. disclose in FIG. 7 the 
examining of a record carrier for the presence of a defect. The Applicant, respectfully, points out 
that Takasago etal. teach identifying the occurrence of an off track situation which T akasa go et 
at teach can be caused hy a number of events including movement of the disc/player or lack of a 
level surface, A defect in the optical disc is only one of the situations that can cause an off track 
situation as taught by Takasago et al (sec column 3, lines 28-60). Taka sago et al. teach 
detection of an off track situation and not detection of defects within the disc. In 
contradistinction to the teaching of Takasago et ah. the present invention as recites by the 
rejected claims defines subject matter for rating of tracks on the disc for the purpose of 
determining if there is a defect in the track. Takasago etal. provide no teaching, suggestion or 
motivation for rating of a track for a defect. Taka-sago ct al. examines the track signal to 
determine if there is an off track situation which could be the result of a vibration (sec column 3, 
lines 1 -6). Tak asago et a l. provide no teaching for rating the track for defects. Accordingly, the 
rejection to Claim 1 is respectfully traversed. 

Regarding Claim 2, the Examiner stales that column 5> line 47 to column 6, line 
14 of Takasapo et al. disclose that a track is determined as being defective if the absolute value 
of the tracki ng signal exceeds a predetermined threshold. The Applicant points out that column 
5, line 47 to column 6, line 14 of Ta kasago ct al. discuss tracking errors determined by 
application of a tracking signal to a pair of comparators. The tracking signal as taught by 
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Tajcagago ct aL that results from the light spot tracking near the center of the track results in each 
comparator yielding a logical "0" indicative of proper tracking. A tracking signal as taught by 
Takasaao al. that results from the light spot the digresses from the center of the track results in 
a tracking signal having an amplitude with an absolute value larger Chan the absolute value of 
+V>ef or - V^jr. That portion of the tracking signal having an amplitude larger with an absolute 
value than larger than the absolute value of +Vri^ or - Vref results the one of the comparators 
yielding a logical "1 " for the period of time that the absolute value of the tracking signal is larger 
than the absolute value of +V R r.r or - Vrm; which is interpreted as not tracking properly. The 
Applicant's position is that the comparator of Takasapo et aL providing a logical u l* is not 
equivalent to rating a track as defective much less rating a track as defective if the absolute value 
exceeds a predetermine value for a predetermined time as recited by rejected Claim 2. Takasa^o 
elaL teach identifying track digression and the corrective actions that take place during periods 
of track digression and not rating ihe tracks. 

A tracking signal as taught by Takasago et al. can also be determined as the light 
spot being off track resulting in multiple logical "1 17 pulses. The multiple logical "1" pulses 
results from a waveform as shown in FIG 3b of Takasago el al. There is no disclosure, or 
suggestion, within Takasago et al. for rating a track as being detective as stated by the Examiner 
in the Final Office Action. Moreover, there is no disclosure, or suggestion, within Takasago for 
determining that a track is defective if the absolute value that the tracking signal is greater than a 
predetermined threshold. Simply put, Ta kasago et al. determines if the light spot is on track or 
off track, not whether the track is defective or not Accordingly this rejection is, respectfully, 
traversed. 

Regarding Claim 1 3> the Examiner states that Ta kasago ct al. disclose at column 
7, lines 6-19 that the recording process can be discontinued based on the tracking signal. The 
foregoing amendment to the claims has amended Claim 13 to recite the feature of the invention 
of rating the track for defects in order to clearly distinguish the present invention from Ihe 
teaching of Takasago etai. . Takasago gtal. provide no Leaching towards rati ng a track. Col umn 
7, lines 6-19 of Takasago et al, teach an action that can takes place on the determination of the 
light spot being off track based on the level of the tracking signal The Applicant's position is 
that the categorization of a tracking signal as being indicative of the light spot being off track as 
taught by T akasaao et al. is not equivalent to 'Wing the track" as recited by the rejected claims. 

Scriul No. 10 
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r laim 1 3 is clearly allowable over the cited 
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reference voltages, but the tracking error signal is no greater than in track digressions (sec FIG, 
3a and FIG. 3b). A person skilled within the art would not be motivated by the teaching of 
Takasago et aL as illustrated in FIG. 3a and FIG. 3b of that reference, to create a system as 
defined by rejected Claims 3 and 15 wherein the tracking signal has a maximum value 
corresponding to the maximum lateral deviation with respect Lo the center of the track because* 
simply put, this is not taught by lakasago clal. There is no teaching within l akasa^nfil al. for 
the tracking error signal value to have a maximum value that occurs at a point of the maximum 
lateral deviation from the center of the track. Takasaeo Ct al. teach that the error tracking signal 
swings from positive to negAtive during off track conditions. There is not even a mention of 
using a fractional potion of the reference voltages, or that the reference voltages are a fractional 
portion of a predetermined threshold as asserted by the Examiner. Accordingly, this rejection of 
Claims 3 and 1 5 is respectfully traversed. 

The Office Action rejects Claims 4, 16, 17, IS, 19, 21 > and 22 under the 
provisions of 35 U.S.C. § 103(a) as being unpatentable over Takasago et al, applied to claims 2 
and 1 4 above. 

Regarding Claims 1 li and 21, the Examiner states that TakasaEo elal. disclose at 
column 5, lines 49 - 51 a tracking signal having a nominal value of zero, and that the tracking 
signal has a uiaximurn value. The Examiner al$0 asserts that a preselected fraction of the 
maximum value is chosen as the predetermined signal threshold; which as previously discussed 
is an unfounded assertion. The Examiner admit* that Takasago et al- is silent regarding the 
predetermined threshold being either 0.5 or 2/3 of the maximum value corresponding to the 
maximum lateral deviation. The Examiner then states that the Applicant has failed to show that 
the predetermined threshold being either 0.5 or 2/3 of the maximum value corresponding to the 
maximum lateral deviation is used for 4 particular purpose, or solves a stated problem. Initially, 
the Applicant, respectfully, points out that this line of reasoning is not proper for an obviousness 
rejection. Moreover, the Applicant points out that there is a cle^r purpose and advantage to the 
stated limitations in that the present invention is rating the track. The problem here is that the 
Examiner is attempting to read on the present invention a reference that does not rate tracks but 
only provides data related to whether the error tracking signal is digressing or is completely off 
track. There would be no purpose within such a reference as Takasago et al. to determine the 
extent to which the tracking error signal has digressed. Fhc Applicant draws the Examiner's 
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attention to page 10, lines 4-8 of the specification to the present invention wherein the tracking 
error of 0.5 of the maximum value is disclosed as the preferred error tracking parameter to if the 
track is defective. The Examiner has not found any teaching, or suggestion, of any such values 
and, therefore, attempts to brush aside the specific definition supplied by rejected Claim 1 8 with 
an assertion that it is all the same the reference voltages of Takasago etaf The Applicant points 
out that the Examiner continues to read the reference voltage of T akaaagoefal. as equivalent to 
the predetermined thresholds of the invention and also as equivalent to the preselected fractions 
of the predetermined threshold. The limitations of the claims must each be given consideration. 
The Examiner may not simply brush aside specific limitations by reading the same reference 
voltages of Takasago et al. on the predetermined threshold and the specifically different 
recitation of a preselected fraction of the predetermined threshold. 

Regarding Claim 21, the Applicant draws the Examiner's attention to the 
specification of the present invention at page 12, linesl4-22 wherein the value of 2/3 is discussed 
as preventing accidental writes to the adjacent track- Accordingly, there is a stated purpose to 2/3 
fractional amount recited by rejected Claim 21 contrary to the assertions of the Examiner. The 
Applicant points out that of the cited reference, Takasago et al. has no such stated purpose, 
perhaps this is the reason that Tak asago etaK does not disclose, or teach using fractions of the 
reference voltages for any reason whatsoever. 

Accordingly, the rejection to Claims 18 and 21 is traversed* 
Regarding Claims 4, 16, 19 and 22, the Examiner admits states that Takasa go et 
aL do not disclose the predetermined time periods recited by the rejected claims in a range 
between 50 fis and 75 jjs. Furthermore, regarding claims in 19 and 22, the Examiner states that 
Takasaao c l al. do not disclose that the recited period of time is approximately 60 jis. The 
Applicant, respectfully, points out that Final Office Action does not even contend that Takasago 
et al , suggest implementing any of the foregoing time periods. The Examiner's position is that it 
would have been obvious for a person skilled in the art because the Applicants has not disclosed 
any advantage. Initially, the Applicant objects to the line of reasoning used in this rejection 
because the Examiner has not provided any authority that such a line of reasoning is valid for 
making a rejection based on obviousness. Moreover, the advantages are clearly stated in the 
specification, therefore, assuming for the sake of argument, that such a line of reasoning were 
valid, the advantage of recited period of time is approximately 60 jts is given by the specification 
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of the present invention at page 12, lineal 4-22 wherein this value of 60 |*s is discussed as 
preventing accidental writes to the adjacent track. The range between 50 jis and 75 jis is used as 
a ranged around the preferred value of fiO us as an acceptable range. The Applicant's position is 
that the Examiner has employed improper hindsight in this obviousness analysis. In order to 
determine obvioasness there must be some suggestion of moti vation of the prior art to make the 
modification. There has been no such some suggestion of motivation within the prior art 
referenced by the Examiner to make the modification made in the Final Office Action. The 
Examiner has also not advanced any authority to support the assertion made in the Final Office 
Action that the foregoing rational is a proper rationale for determining obviousness. 

The MPEP at §2 1 43 states that to "establish a prima facie case of obviousness, 
three basic criteria must be met- First, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art, 
to modify die reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) must teach 
or suggest all the claim limitations. The Leaching or suggestion to make the claimed combination 
and ihe reasonable expectation of success must both be found in the prior art, not in applicant's 
disclosure. In re Vaeck, 947 R2d 488, 20 USPQ2d 1438 (Fed, Or. 1991)." The Applicant 
respectfully points out that the Final Office Action does not satisfy any of the three foregoing 
criteria and, therefore, has not made a prima and facie case of obviousness. Moreover, the 
motivation to make the modification suggested by the Examiner must be found within the prior 
art reference, and the Examiner has in fact stated that is not found within 1 akasago et al. The 
Applicant, respectfully, points out that a person skilled in the art would not be motivated by the 
teaching of Takasago etah to make the modification suggested by the Final Office Action. 
Takasaco ct al. pertains to identifying digressions within the tracking signal and correcting 
tracking errors. Takasapo ct al. does not pertain to identifying defective areas on a disk. For the 
foregoing reasons, this rejection is respectfully traversed. 

llie Final Office Action rejects Claim 17 under the provisions of 35 U„S.C. 
§1 03(a) as being unpatentable over Takasago et al. As previously discussed this is a new 
rejection that was not necessitated by any action on the part of the Applicant Accordingly, the 
finality of the Final Office Action is premature. The Examiner's position that Claim 1 7 
corresponds in substance to other claims, such as Claim 1 3, is without merit. There arc 
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numerous elements within Claims 14, 1 5, 16 and 1 7 that are not within Claim 1 7. Moreover, this 
position on the part of the Examiner ignores that unfairness that results by making a rejection in 
a final office action that was not previously made, e.g., the Applicant is denied an opportunity to 
fully respond. This rejection was not necessitated hy any action on the part of the Applicant; 
which is the parameter that is controlling. The Applicant responds to this rejection by pointing 
out that Takas ago et nl. do not disclose or suggest performing the actions recited in Claims 1 3- 
1 7. Specifically, Takasago et al, do nol disclose the predetermined time periods recited hy the 
rejected claims in a range between 50 us and 75 u.s. Furthermore, Takasago et al. do not disclose 
that the recited period of time is approximately 60 us. Furthermore^ Takasaao ct al. do not 
disclose or suggest a recording device having thresholds that are a preselected fraction of the 
signal level representative of the maximum deviation of from the center of the rack. Nor do 
Takasago et al disclose or suggest a recurding device that discontinues recording is the tracking 
signal exceeds a threshold for a predetermined period of time. Accordingly, this rejection is 
respectfully, traversed. 

The l/inat Office Action rejects Claims 5 and 6 undur the provisions of 35 U.S.C. 
§ 103(a) as being unpatentable over Takasago in view of Tsuehiya etal, (.TP 01 253638 A). The 
Examiner admits that Takasago does not disclose the steps of a) examining the integrity of 
predetermined tost tracts of the record carrier, b) examining the integrity of tracts adjacent the 
relevant test Irack each time that upon the examination of the test track it appears to be defective, 
in order to determine this way the number of tracts affected by the same spot defect, c) entering 
the relevant tracts in a defect list each time that the number thus determined in step (b) is greater 
than a predetermined threshold value, and d) storing the defect list into a memory. The 
Examinees position is that Tsuchjva ct aL teach the foregoing recited elements. The Applicant 
respectfully disagrees. Tsuehiya ct al. teach a reference value WC that is set to have the 
magnitude of defect smaller than a normal checking reference* The defects are detected using a 
regenerated signal RI\ the tracking error signal Ti£ and a focused error signal FE within a single 
track. Ts uehiya et al. teach the recording of each defect that exceeds the reference value WC 
within a memory and then reads the contents of the memory, which includes each individual 
defect The Applicant, respectfully, points out that this is not equivalent to Ihe recitation within 
the rejected claims of c) entering the relevant tracts to any defect list each time that the number 
thus determined in step (b) is greater than a predetermined threshold value. Tsuchiya^et aL teach 
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recording of each individual delect within a track. There is no suggestion or disclosure within 
Tsuchiva ct al. for providing a threshold value to determine the number of tracks that arc affected 
by the same spot defect and only recording those defects that are at least as large as the 
threshold. 

Regarding Claim 6, Claim 6 depends from Claim 5 ^which is previously discussed is 
believed to be allowable; therefore, Claim 6 is also believed to be allowable. 

The Final Office Action rejects Claims 7 and 8 under the provisions ot 35 U.S.C. § 1 03(a) 
as being unpatentable over the combination of Takasago with Tsu chiva et al and further in view 
of U.S. Patent No, 4,821,521 issued to Hosoya (hereinafter referred to as Hosoy a). 

As previously discussed the combination of Tak asago with Tsuchiva et al. leaches 
recording of each individual defect within a track. There is no suggestion or disclosure within 
Tsuchiva et al for providing a threshold value to determine the number of tracks that are affected 
by the same spot defect and only recording those defects that, are at least as large as the 
threshold, The addition of Hosoya to the combination of Takasago and Tsu chiya ct al does 
nothing to correct this error. Hosoya at column 6, lines 22-25 discloses storing defective sector 
information in the optical disk. The Applicant respectfully points out that Claim 7 includes all 
the features of Claim 5 and that the defect list as recited by Claim 5 only includes tracts affected 
by the same spot defect wherein the number of tracts is greater than a predetermined threshold. 
The cited references, either alone or taken in combination, do not disclose or suggest the 
foregoing features of creating a defect list as recited by Claim 5 that includes tracts affected by 
the same spot defect wherein the number of tracts is greater than a predetermined threshold. 
Accordingly this rejection is, respectfully^ traversed. 

Regarding the rejection to Claim 8 under the provisions of 35 U S.C, § 103(a) as 
being unpatentable over the combination of TakasagQ with Tsuchiyaetal and further in view of 
Hosoya . The combination of Takasago with Tsuchiva ct al. teaches recording each individual 
defect within a track. There is no suggestion or disclosure within Tsuchiva et al for providing a 
threshold value to determine the number of tracks that are affected by the same spot defect in 
only recording those defects that are at least as large as the threshold- Claim 6 depends from 
ClaimS and Claim 8 depends from Claim6. The addition of Hosova to the combination of 
Takasafto and Tsuchiva et al docs nothing to correct this error. Hosoya at column 2, lines 64-68 
and FIG. 7 teaches referring to defective sector information in the optical disk. The Applicant 

Serial No. 09/7S7.096 16 



PAGE 17/19 * RCVD AT 8/4^2004 11:55:41 PM [Eastern Daylight Time] ft SVR:USPT0-EFXRF-1/1 * DNIS:8729306 * CSID:15853819983 k DURATION (mm-ss):07-52 



AUG-4-2004 10:52P FROM: leimbach 15853819983 



TO: 17038729306 



P: 18^19 



respectfully points out that Claim 8 includes aJI the features of Claim 5 and that the defect list ux 
recited by Claim 5 only includes tracts affected by the same spot defect wherein the number of 
tracts is greaLer than a predetermined threshold. The cited references, either alone or taken in 
combination, do not disclose or suggest the foregoing features of creating a defect list as recited 
by Claim 5 that includes tracts affected by the same spirt defect wherein the number of tracts is 
greater than a predetermined threshold. Accordingly this rejection is, respectfidly, traversed. 

The Final Office Action rejects Claim 20 under the provisions of 35 U:S.C. 
§ 103(a) as being unpatentable over Takasago in view of T suchiva et al. The Applicant, 
respectfully points out that there is no suggestion or disclosure within Tsuchiva et al for 
providing a threshold value to determine the number of tracks that arc affected by the same spot 
defect and only recording those defects that are at least as large as the threshold as recited by 
Claim 5. Accordingly, the rejection of Claim 5, as previously discussed, is believed to be in 
error. Claim 20 depends from Claim 5; therefore, Claim 20 is also believed to be allowable. 
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Applicant is not aware of any additional patents, publications, or other 



herniation not previously submitted lo the Patent and Trademark Office which would be 

required under 37 C J\R. 1 .99. 

In view of the foregoing amendment and remarks, the Applicant believes that the 
present application is in condition for allowance, with such allowance being, respectfully, 
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requested. 



Respectfully submitted, 




James D. Leimbach, Reg, 34,374 
Patent Attorney (585) 381-9983 




(Signature) 
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